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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication{s) filed on 14 September 2004 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 2-12,14-21 and 23-30 is/are pending in the application. 

4a) Of the above claim(s) 1,13 and 22 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) n Claim(s) 2-3,5-6,8-12, 14-19 and 23-30 is/are reiected. 

7) IEI Claim(s) 4,7,20 and 21 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Response to Amendment/Arguments 

L This Office Action is in response to the Response/ Amendment filed on September 14^^, 
2004. Claims 1, 13 and 22 are now canceled. Claims 2-12, 14-21 and 23-30 are now pending in 
the application. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 2-3, 5-6, 8-12, 14-19 and 23-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Helton et aL (U.S.5,416,772) in view of Fukunaga et al. (U.S.6,1 18,795). 

- In regard to claims 23 and 30, Helton discloses in Figs. 1-8 and in the respective 
portions of the specification about the method and apparatus (^'network element) for flexible 
insertion of overhead data into the switch data stream over SONET/SDH, which comprises the 
input optical interfaces with the input timeslot interchanges 'TSF 101-103 ('Hnput circuif\ the 
time multiplex switch 'TMS' {^'switch circuit) for processing and transferring data from the 
input TSIs to the appropriate output TSIs, and the output optical interfaces with the output TSI 
104-106 {^'output circuit) as disclosed in Fig. 1; col. 2, lines 42-63; wherein the super frame 
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first plurality of N optical signal frames*'), e.g. multiframe of serial STM-1 frames, are 
received by the input optical interfaces (It is inherent that the STM-1 frames are ''conforming to'' 
the synchronous optical network standard, e.g. SONET/SDH and carrying data information in 
the ''payloacT'; For example see col. 1, lines 27-45) and grouped into the timeslots {'first 
plurality of N time slots'') by the input timeslot interchanges 'TSF 101-103 (For example see 
Figs. 2-3; col. 1, lines 27-37; col. 2, lines 64-68); where the output optical interfaces and TSIs 
perform the reverse operations for grouping into timeslots and outputting the multiframe, e.g. 
''second plurality of N time slots" and "second plurality of N optical signal frames". Helton does 
discloses about the method for selectively writing data into designated sequential time slots from 
different data or frames ("sequential placement of time slots"; For example see col. 2, lines 5-20, 
64-68), but fails to explicitly disclose about the "concatenated optical signal frames", wherein 
the time slots "does not conform to SONET standard" , However, such implementation is known 
in the art. 

For example, Fukunaga discloses the system and method for processing the reception 
pointer in the SDH transmission system, which receives and separates the concatenated frames, 
e.g. STS-3c/12c or "concatenated optical signal frames" or "0C-3c and 0C~I2c", into STS-1 
frames of parallel channels by the separation section in the reception pointer processing (For 
example see col. 2, lines 32-44). Fukunaga fails to explicitly disclose where the time slots of the 
concatenated frames "does not conform to SONET standard" , However, it is obvious that the 
STS-3c/12c frame consists of three/twelve concatenated STS-1 frames and has three/twelve 
bigger number of time slots in the STS-1 frame. Therefore, the number of time slots in the STS- 
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3c/12c frame ''does not conform to SONET standard'^ e.g. the number of time slots in the STS-1 
frame. 

Thus it would have been obvious to the person of ordinary skill in the art at the time of 
the invention was made to combine the invention as taught by Fukunaga, by implementing the 
separation section in the reception pointer processing into the Helton's input optical interfaces 
with the input timeslot interchanges, with the motivation being to improve the ability for 
transporting higher data rate, e.g. STS-3c/12c, in the fiiture applications of SONET system as 
disclosed in Helton: col. 1, Une 67 through col. 2, line 2. 

- Regarding claim 5, Helton further discloses about the input TSIs 101-103 {^'first switch 
stage"") coupled to the input optical interfaces 111-113 ('Hnput circuit) and the output TSIs 104- 
106 ("second switch stage'') coupled to the input optical interfaces 111-113 (''output circuit) as 
disclosed in Fig. 1; col. 2, lines 42-63. 

- In regard to claims 10-12, 18-19 and 25-26, Helton does disclose about the 
"SONET/SDIT\ but fails to explicitly disclose about the concatenated optical signal frames OC- 
3c/12c, OC-48. However, such implementation is known in the art. 

For example, Fukunaga discloses about the concatenated optical signal frames STS- 
3c/12c (^'OC-3c/12d'\ For example see col. 2, lines 40-44), or higher rate as STS-N, where N = 
48, 192, etc., ("OC-48"; For example see col. 4, lines 5-10). 

Thus it would have been obvious to the person of ordinary skill in the art at the time of 
the invention was made to combine the invention as taught by Fukunaga, by implementing the 
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separation section in the reception pointer processing into the Helton's input optical interfaces 
with the input timeslot interchanges, with the motivation being to improve the abihty for 
transporting higher data rate, e.g. STS-3c/12c, in the future appHcations of SONET system as 
disclosed in Helton: col. 1, line 67 through col. 2, line 2. 

- Regarding claims 24 and 28, Helton does discloses about the method for selectively 
writing data into designated sequential time slots from different data or frames {^'sequential 
placement of time slots''; For example see col. 1, lines 27-37; col. 2, lines 5-20, 64-68) and 
outputting the STM-1 frames by the output optical interfaces (For example see Fig. 1, lines 42- 
63), but fails to explicitly disclose about the "concatenated optical signal frames'\ wherein the 
time slots ''does not conform to SONET standard*'. However, such implementation is known in 
the art. 

For example, Fukunaga discloses the system and method for processing the reception 
pointer in the SDH transmission system, which receives and separates the concatenated frames, 
e.g. STS-3c/12c or "concatenated optical signal frames'\ into STS-1 frames of parallel channels 
by the separation section in the reception pointer processing (For example see col. 2, lines 32- 
44). Fukunaga fails to explicitly disclose where the time slots of the concatenated frames "does 
not conform to SONET standard*'. However, it is obvious that the STS-3c/12c frame consists of 
three/twelve concatenated STS-1 frames and has three/twelve bigger number of time slots in the 
STS-1 frame. Therefore, the number of time slots in the STS-3c/12c frame "does not conform to 
SONET standard", e.g. the number of time slots in the STS-1 frame. 
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Thus it would have been obvious to the person of ordinary skill in the art at the time of 
the invention was made to combine the invention as taught by Fukunaga, by implementing the 
separation section in the reception pointer processing into the Helton's input optical interfaces 
with the input timeslot interchanges, with the motivation being to improve the ability for 
transporting higher data rate, e.g. STS-3c/12c, in the future applications of SONET system as 
disclosed in Helton: col. 1, line 67 through col. 2, line 2. 

- In regard to claims 2-3 and 6, Helton further discloses about the word {^'pointer 
identification'') for each timeslot, e.g. byte of data or protocol, provided by the routing memory 
{^'pointer determining circuit) and storing in the address information (''memory'') in the routing 
memory under the control of the microprocessor in the input/output TSIs (For example see Figs. 
1-4; col. 3, lines 2-4, 49-52; col. 4, lines 52-57; wherein the output TSIs 104-106 are the reverse 
image of the input TSIs 1 1 1-1 13 in Fig. 2), but fails to explicitly disclose about the concatenated 
optical signal frames. However, such implementation is known in the art. 

For example, Fukunaga discloses the system and method for processing the reception 
pointer in the SDH transmission system, which receives and separates the concatenated frames, 
e.g. STS-3c/12c or ''concatenated optical signal frames", into STS-1 frames of parallel channels 
by the separation section in the reception pointer processing (For example see col. 2, lines 32- 
44). 

Thus it would have been obvious to the person of ordinary skill in the art at the time of 
the invention was made to combine the invention as taught by Fukunaga, by implementing the 
separation section in the reception pointer processing into the Helton's input optical interfaces 
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with the input timeslot interchanges, with the motivation being to improve the abihty for 
transporting higher data rate, e.g. STS-3c/12c, in the future appHcations of SONET system as 
disclosed in Helton: col. 1, line 67 through col. 2, line 2. 

- Regarding claims 8-9, Helton further discloses about the data memory 201 with data in 
and data out memories (^'buffer circuits'''. For example see Fig. 2; col. 3, Unes 47-52; Helton fails 
to explicitly disclose wherein the input/output memories are ''first-in-first-out buffer''-, however, 
it is obvious that the counter 208 generates time slots in sequence as disclosed in col. 2, lines 64- 
68; therefore, the data in and data out memories are processed in sequence, e.g. ''first-in-first-out 
buffer"). 

- In regard to claims 27 and 29, Helton discloses in Figs. 1-8 and in the respective 
portions of the specification about the method and apparatus for flexible insertion of overhead 
data into the switch data stream over ''SONET/SDH", which comprises the input optical 
interfaces with the input timeslot interchanges 'TSI' 101-103 ('Hnput circuit"), the time 
multiplex switch 'IMS' ("switch circuit") for processing and transferring data from the input 
TSIs to the appropriate output TSIs, and the output optical interfaces with the output TSI 104- 
106 (''output circuit") as disclosed in Fig. 1; col. 2, lines 42-63; wherein the super frame ('first 
plurality of N optical signal frames"), e.g. multiframe of serial STM-1 frames, are received by 
the input optical interfaces (It is inherent that the STM-1 frames are "conforming to" the 
synchronous optical network standard, e.g. SONET/SDH, and carrying data information in the 
"payload"\ For example see col. 1, lines 27-45) and grouped into the timeslots (^'first plurality of 



Application/Control Number: 09/427,300 Page 8 

Art Unit: 2661 

N time slots'') by the input timeslot interchanges 'TSF 101-103 (For example see Figs. 2-3; col. 
1, lines 27-37; col. 2, lines 64-68); where the output optical interfaces and TSIs perform the 
reverse operations for grouping into timeslots and outputting the multiframe, e.g. ''second 
plurality of N time slots'' and ''second plurality of N optical signal frames". Helton does 
discloses about the word for each timeslot, e.g. byte of data or protocol, provided by the routing 
memory ("determining pointer") and storing in the address information ("memory") in the 
routing memory under the control of the microprocessor in the input/output TSIs (For example 
see Figs. 1-4; col. 3, lines 2-4, 49-52; col. 4, lines 52-57and the method for selectively writing 
data into designated sequential time slots from different data or frames ("sequential placement of 
time slots"; For example see col. 2, lines 5-20, 64-68), but fails to explicitly disclose about the 
"concatenated optical signal frames", wherein the time slots "does not conform to SONET 
standard". However, such implementation is known in the art. 

For example, Fukunaga discloses the system and method for processing the reception 
pointer in the SDH transmission system, which receives and separates the concatenated frames, 
e.g. STS-3c/12c or "concatenated optical signal frames", into STS-1 frames of parallel channels 
by the separation section in the reception pointer processing (For example see col. 2, lines 32- 
44). Fukunaga fails to explicitly disclose where the time slots of the concatenated frames "does 
not conform to SONET standard". However, it is obvious that the STS-3c/12c frame consists of 
three/twelve concatenated STS-1 frames and has three/twelve bigger number of time slots in the 
STS-1 frame. Therefore, the number of time slots in the STS-3c/12c frame "does not conform to 
SONET standard", e.g. the number of time slots in the STS-1 frame. 
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Thus it would have been obvious to the person of ordinary skill in the art at the time of 
the invention was made to combine the invention as taught by Fukunaga, by implementing the 
separation section in the reception pointer processing into the Helton's input optical interfaces 
with the input timeslot interchanges, with the motivation being to improve the ability for 
transporting higher data rate, e.g. STS-3c/12c, in the future applications of SONET system as 
disclosed in Helton: col. 1, line 67 through col. 2, line 2. 

- Regarding claims 14-17, Helton further discloses about the operation process for 
generating code word and storing the address information in the memory for each time slot 
^storing information''; For example see col. 2, line 64 through col. 3, line 7, 49-60), detecting 
the word or byte of data for processing by the substitute memory and routing memory 
(''identifying occupied time slots and determining information'; For example see Figs. 5-6; col. 
4, lines 1-45) in order to adapt the plesiochronous signals in each word or byte of data in time 
slot to the synchronous network clock {''synchronizing optical signal frames based on pointer"; 
For example see col. 1, lines 45-50). 

Response to Amendment/Arguments 
4. AppHcant's arguments filed on September 14^*^, 2004 have been fully considered but they 
are not persuasive. 

In regard to claims 23, 27 and 30, Applicant argues that the combination of Helton and 
Fukunaga fails to explicitly disclose about the ''sequential placement of time slots occupied by 
concatenated optical signal frames within the pluralities of N time slots does not conform to the 
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synchronous optical network standard'. Examiner respectfully disagrees. Helton discloses about 
the method and apparatus for flexible insertion of overhead data into the switch data stream over 
SONET/SDH network with STM-1 frames (^'optical network standard'), Fukunaga discloses 
the system and method for identifying automatically the frame size and performing flexibly and 
rapidly the reception pointer processing corresponding to the received frame size in the SDH 
transmission system, wherein the concatenated frames such as OC-3c/12c frames or 
''concatenated optical signal frames'\ into STS-1 frames of parallel channels by the separation 
section in the reception pointer processing (For example see col. 2, lines 32-44), but fails to 
explicitly disclose where the time slots of the concatenated frames ''does not conform to SONET 
standard'. However, it is obvious that the STS-3c/12c frame consists of three/twelve 
concatenated STS-1 frames and has three/twelve bigger number of time slots in the STS-1 frame, 
which is defined as '"SONET standard'. Therefore, the number of time slots in the STS-3c/12c 
frame "does not conform to SONET standard' , e.g. the number of time slots in the STS-1 frame. 
It is also obvious that if the concatenated frames such as OC-3c/12c frames are "conformed to 
the synchronous optical network standard'^ the reception pointer processing corresponding to 
the frame size does not have to be used, e.g. the concatenated frames such as OC-3c/12c frames 
are "not conformed to the synchronous optical network standard', and where the reception 
pointer processing is performed flexibly corresponding to the received frame size', such as OC- 
3c/ 12c frames, which provides a 'dynamic pointer corresponding to the frame size and has 
different number of time slots with the STS-1 frame. Therefore, Examiner concludes that 
combination of Helton and Fukunaga teaches the arguable feature. 
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In response to Applicant's argument that the references fail to show a certain features that 
are disclosed in the present application of Applicant's invention, it is noted that the feature upon 
which Applicant relies (i.e., the "SONET standard covers the transmission frames associated 
with the base data rate STS-1 as well as other higher data rates by concatenating STS-1 frames 
into STS-Nc frame" disclosed in Spec, at page 1, paragraphs 2-3; or the "SONET standard 
specifies the specific time slots in an STN-Nc frame, which the STS-1 frames must occupy" 
disclosed in Spec, at page 2, paragraphs 2 and 3, and Fig. 2) is not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. Sec In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). 

In regard to claims 23, 27 and 30, it recites the network element and method for 
transporting switch frames that are synchronized and arbitrarily concatenated to allow for being 
carry on the available time slots; which comprises the input circuit configured to receive the first 
plurality of N optical signal frames; where N being an integer that bigger or " equal to 0 " that 
leaves a doubt as to the scope of the subject matter which applicant regards as the invention, 
because the person of ordinary skill in the art would not know when the first plurality of N 
optical signal frames " equal to 0 ", e.g. there is "no input" at all; how the network element and 
method can apply to. Therefore, the claim will raise in question and fail to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. 

Regarding claim 23, it recites the limitation "said second plurality of time slots being 
grouped into a second plurality of N time slots " (lines 15-16), that leaves a doubt as to the scope 
of the subject matter which applicant regards as the invention, because the person of ordinary 
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skill in the art would not know how the " second plurality of time slots being grouped into the 
second plurality of N time slots " and where the " said second plurality of time slots " (line 15) is 
defined before within the claim 23. 

It also recites "the sequential placement of time slots, which occupied by said 
concatenated optical signal frames within at least one of said first and second pluralities of N 
time slots . . (lines 17-19) that leaves a doubt as to the scope of the subject matter which 
applicant regards as the invention, because the person of ordinary skill in the art would not know, 
where the " concatenated optical signal frames within the second pluralities of N time slots ..." is 
defined before; therefore, the claim will raise in question and fail to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

In regard to claim 30, it recites the limitations " said data " (line 14) and " said synchronous 
optical network protocol " (line 15) are defined before within the claim 30. 

Claims 2-3, 5-6, 8-12, 14-19, 24-26 and 28-29 are rejected as in Part 3 above of this 
Office action and by virtue of their dependence from claims 23 and 27. 

Allowable Subject Matter 

5. Claims 4, 7 and 20-21 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Paker et aL (U.S.5,329,524) and Kartalopouios, Stamatios V. (U.S.6,266,333) are all 
cited to show devices and methods for improving the data transmission in the SONET system, 
which are considered pertinent to the claimed invention. 

7. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tri H. Phan, whose telephone number is (571) 272-3074. The 
examiner can normally be reached on M-F (8:00-4:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chau T. Nguyen can be reached on (571) 272-3126. 
Any response to this action should be mailed to: 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office, whose telephone 
number is (703) 305-3900. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Commissioner of Patents and Trademarks 

Washington, D.C. 20231 



or faxed to: 



(703) 872-9314 




Tri H. Phan 
February 25, 2005 



BRIAN NGUYEN 
PRIMARY EXAMINER 



